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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be a^'ailable under the provisions of 37 CFR 1 I36(a.i In no event however may a reply be timely filed 
after SIX (G.i MONTHS from the ma, ling date of tnis communication 

- If the period for reply specified above is less than thirty (30) days a reply within the statutory mmimjm of thirty (30) days wi I be considered timely 

- If NO period for reply is specified above the maximum statutory period wll aop y and will expire SIX -Q] MONTHS 'rem the ma img date of tn s communication 

- Failure *o reply within the set or extended period for reply Will by statute cause ttie application to become ABANDONED (35 U S C §133) 

- Any rep y rece.ved by the Office later than three months after the mailing date of this communication even if timely fned may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status 

1 )S Responsive to conimunication(s) filed on 08 April 2003 . 
2a)n This action is FINAL. 2b)[H] This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to thp mpnts is 

closed in accordance wilIi lite practice under tx parte Quayle, 1935 C D, 1 1 453 O.G. 213. 
Disposition of Claims 

4) [H] Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [3 Clatm(s) 1-18 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

1 1 )□ The proposed drawing correction filed on is: a)^ approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 
^2)n The oath or declaration iS objected to oy the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13)G Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19ia)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 D Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17 2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S C. §§ 120 and/or 121. 
Attachment(s) 



1) [3 Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson s Patent Drawing Review {PTO-9481 

3) n Information Disclosure Statement(s) (PTO-14491 Paper No(s) 



4) Q Interview Summary (PTO-413) Paper No(s:) 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other 
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Response to Arguments 

1 . In view of the Appeal Brief tiled on April 8. 2003. PROSfX r i lON IS HF R^:B^^ 
Ri;()Pl-Nl;I). New grounds of rejection are set Ibrth below. 

l o a\ oid abandonment of the application, appellant must exercise one of the following 
two options: 

( 1 ) file a repK under 37 CVR 1.111 (if this Office action is non-final) or a repl\' under 37 
CFR 1.1 13 (if Llli^, Office action is final): or. 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments. affida\its (37 CVW 1.130. 1.131 or 1.132) or 
other e\ idence are permitted. See 37 i VK 1.193(b)(2). 

Claim Objections 

2. Claims 14. 16 are objected to because of the Ibllow ing intbrmalities: 

Claim 14. line 4. the formula of claim 14 has the same number VII as formula of claim 2. 
I'or examining purposes the formula of claim 14 w as interpreted as "\'!Ia". 
Claim 16. line 1. "theprocess" should be changed to "the process". 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicialU created doctrine 
grounded in public polic\ (a polic\' rellected in the statute) so as to pre\'ent the unjustified or 
improper timew ise extension of the "right to exclude" granted b\ a patent and to prex ent possible 
harassment by multiple assignees. See In rc Ciooc/mcoL 1 1 l-.3d 1046. 29 rSPQ2d 2010 (l ed. 
Cir. 1993): In rc Loni^i, 759^-. 2d 887. 225 I'SPQ 645 (f ed. Cir. 1985): In rc Van Ornum. 686 

P. 2d 937. 214 rSPQ 761 (CCPA 1982): /;//v I'o^^cL 422 P. 2d 438. 164 CSPQ 61 9 (CCPA 
197()):and. In rc Ihorini^fon. 418 P. 2d 528. 163 CSPQ 644 (CCPA 1969). 

/\ limeU filed terminal disclaimer in compliance with 37 Cf R 1 .321(c) ma\' be used to 
o\ ercome an actual or prcn isional rejection based on a nonstatutor\ double patenting ground 
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pro\ ided the eontlietiny application or patent is shown to be commonly ow ned w ith this 
appHcation. See37CI'R 1.130(b). 

l;lTecti\ e Januarx 1. 1994. a registered attorne> or agent of record max sign a terminal 
disclaimer. A terminal disclaimer signed b\ the assignee must tlillx compK w ith 37 
tdd^ 3.73(b). 

3. Claims 1-3, 5-16, 18 are rejected under the judicialK created doctrine ofobx iousness- 
t>pe double patenting as being unpatentable ox er claims 1. 6. 8. 11, 12. 15, 16, 18. 19. 20 of l^S. 
Patent No. 6,384.125 to Bergstrom et al in x iexx of W agner (US 4.436.847). 

l:Jergstrom et al disclose a process for treating silica filler such as precipitated silica for 
the use in rubber compositions (See column 15. lines 25-54), xvhich comprises steps substantial]}' 
identical to those of claimed inx ention xx ith the use of combination of (a) a non-sulfur 
organometallic compound such as alkoxx silane such as those of claim 6 (See column 15. lines 
32-45) and (b) organometallic hxdrophobing compound such as 

bis(triethoxxsilxlprop\'l)disuiride (See column 16, lines 46-47. 60-61 ) in a xxeighl ratio of (a) to 
(b) of at least 0.001 to 1 (See column 15. lines 46-47: claims 11. 12). lloxxex er. Bergstrom et al 
fail to teach that instead of bis(trietho\x silx lprop> l)disultkle. mercaptoalkx lalkoxx silane (Claims 
1-5) or a combination theret^f ((4aim 12) can be u^ed for treating silica filler. 

Wagner teaches that either bis(alkoxx silx lalkx l)polysulfide of claimed formula (\41a) or 
mercaptoalkx lalkoxx silane of claimed formula (\'I1) such as mercaptomethxltrimethoxx silane 
can be used together xxith alkoxxsilane (See column 2. lines 7-39) for treating silica filler (See 
column 6. lines 50-68: column 8. lines 23-31 ) in order to improx e bond hetxxeen silica and sulfur 
curable rubber (See column 2. lines 46-55). In other xxords. mercaptoalkx lalkoxx silane of 
claimed formula (\41) such as mercaptomethx ltrimethoxx silane is functionallx' equix alent to 
bis(alkoxx silylalkx'l)polysulfide for treating silica filler for the use in rubber compositions. 
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It would ha\ e been ob\ ious to one of ordinar\ skill in the art at the time the in\ ention 
\\ a>, made lo ha\ e used mercaptoalk\ Ialkox> silane of claimed formula (VII) such as 
mercaptometh\ ltrimethox\ silane instead of bis(alkox\ sil\ialk\ l)pol\'suiride in Bergstrom et al 
since W agner teaches that mercaptoalk\ lalko\\ silane ol\daimed formula (VII) such as 
mercaptomethyltrimethox\ silane is functionall\ equi\ alent to bis(alkox>sil\ lalk\ l)pol\ sulfide 
for treating silica filler for the use in rubber compositions. 

It is hekl thnt "It is prin^a facie ob\ ious lo combine two compositions each of which is 
taught b> the prior art to be useful for the same purpose, in order to form a third composition 
which is to be used for the very same purpose." In re Kerkho\ en 205 I'SPQ 1069 (CCPA 1980). 
Cites In re Susi 169 f'SP(^) 423. 426 (CCPA 1971 ); In re Crockett 126 CSPQ 186; 188 (CCPA 
1960). See also l^x parte (^)uadranti 25 rSP(^ 2d 1071 (BPAl 1992). 

It w ould ha\ e been ob\ ious to one of ordinary skill in the art at the time the in\'ention 
was made to ha\'e used a combination of mercaptoalk\ lalkox\ silane and 
bis(alkox\sil> lalk\l)pol\ sulfide instead of bis(alkox\sil\ lalk\l )pol\ sulfide in Bergstrom et al 
since Wagner teaches that mercaptoalk\ lalkox\ silane is functionalK equix alent to 
bis(alkox\sil\ lalk\ l)pol\ sulfide for treating silica filler for the use in rubber compositions. 

It is w ell know n in the art that properties of a coating composition depend on 
concentration of components. In other w ords, concentration limitations are result-effecti\ e 
parameters. 

It is held that it is not in\ enti\ e io disc(n er the optimum or workable ranges of result- 
effecti\e \ ariahles h\ routine experimentation. In re Antonie. 559 l-.2d 618. 195 I'SPQ 6 (CX4\\ 
1977). See also In re Boesch. 617 h". 2d 272. 205 CSPQ 215 (CCPA 1980). 
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It would ha\ c been obv ious to one of ordinar> skill in the art at the time the inv ention 
was made to ha\ e determined the optimuni \ alues ol^the relev ant concentration parameters in a 
combination of mercaptoalk) lalkoxv silane and bis(alkox\sih lalk\ l)pol\ sulfide (including those 
ofelaim 12) in liergstrom et al in \'iew of Wagner through routine experimentation in the 
absence of a show ing of criticalitx . 



Claim Rejections - 35 USC § 103 

4. The follow ing is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
ob\ iousness rejections set forth in this Office action: 

(a) A patent nia> not be obtained though the in\ention is not identical!) disclosed or described as set forth in 
section 102 ofthis title, it the dilTerenees between the subject matter sought to be patented and the prior art are 
such t[iat ifie subject matter as a \shole would ha\ e been obx ituis al the time the invention was made to a person 
ha\ing ordinar\ skill in the art to which said subject matter pertains. Patentabilit\ sfiall not be negatived b\ the 
manner in which the invention was made. 

5. Claims 1-3, 5-16, 18 are rejected under 35 I '.S.C\ l()3(a) as being unpatentable o\er 
Burns et al (TS 6,051.672) in view of Wagner (US 4.436.847). 

As to claims 1.6-8. 14. 15 . Burns et al disclose a process of producing chemicalh 
modified filler for the use in rubber compositions (See column 1. lines 22-26) comprising 
reacting an acidic aqueous suspension of colloidal silica (See column 5. lines 25-29) w ith one or 
more organosilicon compounds (coupling agent) (See column 4. lines 24-27) at pll within a 
range of pH 0 to pi I 3.5 (See column 5. lines 20-22) in the presence of a water miscible soK ent 
(See column 4. lines 62-65) and optionalK a surfactant (See column 5. lines 10-19). thereb\ 
fcM'ming an acidic suspension of the chemicalU modified filler (See column 5, lines 45-49); 
terminating the reaction b\ adding a base to ele\ate the pH (See column 5. lines 61-63). i.e. to a 
pH more than pi 1 4 since reaction occurs at pll less than pH 4 (See column 5. lines 20-22). The 
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one or more organosilicon compounds are (a) his J 3-(trietho\> sil\ l)prop\ 1 1 tetrasulfide 
(bis{alko\>sil\lalk\l)pol\suHlde of claimed Ibrmula (\'lla) and (b) alko\> silanes (non-suUlir 
organometallie compounds ot'claimed Ibrmula (II) such as dieth\ Idichlorosilane (See column 4. 
hues 28-41 ). 

Burns et a! fail to teach that instead of bis{triethox\sil\ lprop\l)disuiride. 
mercaptoalk\lalko\\silane of claimed formula (VII) ( Claims 1-3. 16 ) such as 
incicapLomeih\ ltrimethoxysilane ( Claim 5 ) in a weight ratio of (a) to (b) of at least 0.05:1 ( Claim 
i) or 0.05:1 to 10:1 ( Claim 10 ) or 0.2:1 to 2:1 ( Claim 1 1 ) or a combination of 
mercaptoalk\ lalko\\ silane and bis(triethox\'sil\ iprop\ l)disulfide in a weight ratio of 
mercaptoalk\lalkox\silane to bis(triethox>silylprop\i)disuiride of at least greater than 1:1 
( (4aims 12. 18 ): or 5:1 to 50:1 with silica being precipitated silica ( Claims 9. ] 3 ). can be used for 
treating silica tiller. 

Wagner teaches that either bis(alkox> sil\ lalk\ l )pol\ sulfide of claimed ibrmula or 
mercaptoalk} lalkoxysilane of claimed Ibrmula (\4I) such as mercaptometh\ ltrimethox\ silane 
can be used together with alkox> silane (See column 2. lines ^-3^M tbr treating silica filler (See 
column 6. lines 50-68; column 8. lines 23-31 ) in order to impro\e bond between silica and sulfur 
curable rubber (See column 2. lines 46-55). In other words. mercaptoalk>lalkox\ silane of 
claimed Ibrmula (\'II) such as niercaptometh\ Itrimethoxx silane is functionally equi\ alent to 
bis(alkox\sil\ lalk\ Dpolysultlde fbr treating silica filler tbr the use in rubber compositions. 

It would ha\e been obxious to one of ordinary skill in the art at the time the in\entitMi 
w as made to ha\ e used mercaptoalk\ lalkox\ silane of claimed formula (\'II) such as 
mercaptometh\ ltrimethoxysilane instead of bis(alkoxysil\ lalk\ l )polysulfide in Bergstrom et al 
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since Wagner leaches that mercaptoalk) lalkox\ silane ofclaimecl formula (VII) such as 
mercaptometh) Itrimelhox} silane is functionallx equixalent to his(alkox\sil\ laIk\I)pol\ sulfide 
lor treating silica filler for the use in rubber compositions. 

it is held that "It is prima facie ob\ ious to combine tw o compositions each of which is 
taught by the prior art to he useful for the same purpose, in order to form a third composition 
which is to be used for the very same purpose." In re Kerkhoven 205 USPQ 1069 (CCPA 1980). 
Cites In re Susi 169 USPQ 423. 426 (CCPA 1971): In re Crockett 126 USPQ 186; 188 (CCPA 
1960). See also Ex parte Quadranti 25 USPQ 2d 1071 (BPAI 1992). 

It would ha\'e been obvious to one of ordinary skill in the art at the time the inx ention 
was made to ha\'e used a combination of mercaptoalkxialkoxysilane and 
bis(alkox\silylalk\l)pol>'suiride instead of bis(alkoxysil> lalkyl)polysultlde in Bergstrom et al 
since Wagner teaches that mercaptoalk\ lalkox\ silane is functionalh eciui\'alent to 
bis(alkox\'sil>lalk>l)pol> sulfide for treating silica filer for the use in rubber compositions. 

It is w ell known in the art that properties of a coating composition depend on 
concentration of components. In other w ords, concentration limitations are result-effecti\ e 
parameters. 

It is held that it is not in\enti\'e to disco\'er the optimum or workable ranges of result- 
effecti\e \'ariables by routine experimentation. In re Antonie. 559 I-.2d 618. 195 USPQ 6 (CCPA 
1977). See also hi re Boesch. 617 F. 2d 272. 205 USPQ 215 (CCPA 1980). 

It would ha\ e been ob\ ious to one of ordinar\ skill in the art at the time the inx ention 
w as made to ha\ e determined the optimum \ alues of the rele\ ant concentration parameters in a 
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process of Bergstrom et al in \ iew otA\'agner (including those ot\iainis 1. 10. 11. 12. 13) 
through routine experinieiUation in the absence of a show ing of criticalit\ . 

/\s to silica beinu precipitated silica . Burns et al further teach that it is well known in the 
art to treat precipitated silica with organosilanes to render the surface h\drophobic. The colloidal 
silica can also be rendered hxdrophobic and used as filler (See column 1. lines 39-48). I heretbre. 
it would ha\ e been ob\ ious to one of ordinar\ skill in the art at the time the in\ention was made 
to ha\'e treated either prccipiteiteu silica or coiioidai silica m a method of Burns et al with the 
expectation of pro\'iding the desired hydrophobic silica filler for the use in rubber compositions. 
6. Claims 4, 17 are rejected under 35 U.S.C\ 103(a) as being unpatentable o\er Burns et al 
(TS 6.051,672) in \ iew of Wagner (I 'S 4,436,847). as applied abo\e. and further in \ iew of 
Cruse et al (W'O 99 09036). 

Burns et al in \ iew of Wagner, as applied abo\ e, fail to teach that 
mercaptoalkx lalkox) silane is blocked. 

Cruse et al teach that the use blocked mercaptosilanes in filled rubbers allows the mixing 
of fillers w ith organic poh mers to proceed while remaining inert toward coupling to the pol\ nier 
until they are triggered b\ addition of an appropriate deblocking agent (See Abstract). 

It would ha\ e been obvious to one of ordinar\ skill in the art at the time the inx ention 
was made io ha\ e used blocked mercaptosilanes for treating silica in a process of liurns et al in 
\ iew of Wagner w ith the expectation of pro\ iding the desired prex ention of premature reaction 
w ith a filled rubber, as taught by Cvusc et al. 
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Response to Arguments 



I 



Applicant's arguments with respect to claims 1-18 ha\e been considered but are moot in 



\ iew ot the new eround(s) of rejection. 



The prior an made of record and not relied upon is considered pertinent to applicant 



disclosure. 



Araki et al (US 6,022.923) teach that the use of acidic silica as a filler in \ ulcani/able 
nihhers m.ay interfere with curing since il adsorbs basic \ uicani/ation accelerators (See column 



examiner should be directed to I:lena I sox whose telephone number is (7U3 ) 605-1 171. I he 
examiner can normalU be reached on 9:00-5:30. 

If attempts to reach the examiner b\ telephone are unsuccessful, the examiner's 
super\ isor. Shri\ e can be reached on (703) 308-2333. The fax phone numbers for the 

organization where this application or proceeding is assigned are (70.^^^ 872-9"^l() for regular 
communications and (703) 872-931 1 for After ITnal communications. 

.\n\ inquir\ of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



1. lines 38-42). 



Conclusion 



9. 



An\ inquir\ concerning this communication or earlier communications from the 




Idena 1 so\ 
l-xaminer 
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